
'\ T Tmttf o States Patent and TfavDEMARK Ofhce 

3 



APPLICATION NO. 
10/019,380 



FILING DATE 
12/27/2001 



07/14/2003 



7590 

Philip S Johnson 

Johnson Sc Johnson 

One Johnson & Johnson Plaza 

New Brunswick, NJ 08933-7003 



FIRST NAMED INVENTOR 
Frans Eduard Janssens 



UNITED STATES DEPARTMENT OF COMMEBCE 
United States Patent and Trademark Office 
Addiwr COMMISSIONER FOR PATENTS 
P.O. Box USO 

AlexaRdiia,Vcsiiiia 22313-U30 
www.ufpto.gov 

ATTORNEY DOCKET NO. |~C0NnR MAT!0N NO. 
JANS-0026 6297 



EXAMINER 



HABTE, KAHSAY 



ART UNIT 



PAPER NUMBER 



1624 

DATE ^4AILED: 07/14/2003 



1^ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application N . 

10/019,380 




Examiner 

Kahsay Habte, Ph. P. 



Appiicant(s) 

JANSSENS ET AL. 



Art Unit 

1624 



The MAILING DATE of this comm^ cation appears on the cover sheet wlW tne corr.sponu.n.. .JJ,... - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

- K NO period for reply is specified above the maximum f f °^ P«"°f,,^^^^^^^ become ABANDONED (35 U.S.C. § 133). 

■ ripi;st;re?^:;ctfnCS^^^^^^ 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status . , 

I )|3 Responsive to communication(s) filed on MUM- 
23)0 This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance -cept for ^^^^^^^^ Tzotm " 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 o.i^. /i 

Disposition of Claims 

4) gl Claim{s) is/are pending in the application. 
4a) Of the above claim(s) iP-U.16and17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 121 ri^im(c) 1.11 , 15 and 18-22 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claitn(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 £)□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) gl Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aM All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received, 

2 D Certified copies of the priority documents have been received in Application No. _ . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121.. 

Attachment(s) 



1) 
2) 



Notice of References Cited (PTO-892) 
Notice of Draftsperson's Patent Drawing Review (PTO-948) 



^} 1 I iNOllCc Ui uiaiia\js^i^^" « ■ — w 

3) lEl Information Disclosure Statement(s) (PTO-1449) Paper No(s) 7 



4) 
5) 
6) 



Interview Summary (PTO-413) Paper No(s). — 
Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademaric Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

1. Claims 1-22 are pending. 

Election/Restriction 
, Applioan.se,ec«on-..verseofGroupV,C,ain,s1-11(lnpart),16(inpart, 

an. 1B.2, (i. pa.) in Paper No. 9 Is a— .ed. The traversal Is o„ .e ground.s, 

.,e,ac.o,un«y.l.proper. The examiner disagrees* applicants. Theteohnloa, 
,ea.uresofG,oupsl-IXdi«erone,rom«,eo«»r. For example, the special technical 
feature o, ben..ldazoles (V=aV=a'- Is (a-1 )) is dWeren. from the special technrca, 
matures o, — es .used to l-azoles (a-2). (a-3). (3- ^ (a-^*- 

There Is no common spe»l techn^l feaU-re among said — s. The specal 
technical feature o. subs.«uent Q attached to benzolmldazoles or Q at.a<.ed to 
„„™«.„es,usedtolmlda.olesarea,sod^re„to™.romtheother. Note that 0 also 

, MS special technical features, thus, azepine atta*ed to .=enzo«azo,es Is deferent 
than azepine attached to monoazines fused to Imidazoles. 

The traversal is also on the gn^und that ,» lack of unity was made In the 

Trademark OfTce is no, b««.d by *e lack of un«y deteh.ina«on by another 
,n.ematk,nal searching Au.hor«y.MPEP1sr5statesthatwhetherornotthe<,ues«ono 

un.y 0. 1.vent.n has been raised by the Intema^onal Searching Author^y, . may be 

r 
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P^limina-y Examining Autho*. Thus, the Examiner is no( bcond by any previous 
determination made, in addKion. 37 C.F.R. 1 .484 indicates that the intemattonai 
preliminary examinaSon a non-binding opinion. Finaiiy, 37 C.F.R. 1 .499 states that, « 

Examiner finds that a na«onal stage applicaton iacks unity of inventton under 37 
C F.R. 1 .475, the Examiner may in an Offioe actton require the appiicant in the 
response to that action to elect the invent to which the daims shall be restricted. 
Thus the detem>ination of lack of unity is proper under the PCT treaty, 
in .gard to the argument that Groups 1 -IX do not »ver all of the subiect matter, me 
examiner disagrees w«h applicants. During a telephone conversafcn wKh Ms. Wendy 
Choi on June 3, 2003, the examiner indicates that Q = non-hete^cyC. ring will Mude 
b-i - b3, b4 when Y1 is C, and b-6 and b-7 when Y1 is C. 

Note that Group IX is drawn to others indude metal complex, quateman, amine, 

. uA VH - M anH II =1-2 etc^ "Others" will include 
. N-oxide, any heterocyclic ring in b4, e.g. Y1 - N and u w eicj. u 

compounds that don't fall into Groups 1-VIII. 

The requirement is still deemed proper and is therefore made FINAL. 

3 The daims are drawn to multiple inventions for reasons set forth in the restriction 
requirement. The claims are examined only to the extent that they read on the elected 
invention. Cancellation of the non-elected subject matter is recommended in response 
to this Office Action. 
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Abstract 

4. This application does not contain an abstract of the disclosure as required by 37 
CFR 1 .72(b). An abstract on a separate sheet is required. 



5. 



QIaim Rejections -35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The speaf-cation shall conta. a written <iescn>tio" ^^^^^^^^^ 

S rSn's" ^w^riS Snra;™. " l^^^lL'^e sa.e and shall 
set fo* ?e E^^^^^ by the inventor of carrying out his .nventon. 

Claim 9 is rejected under 35 U.S.C. 112. first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
There has been recited a method of treating viral infection in general, but the 
specification is not enabled for such a scope. 

Viral infection is very broad, since the origin and nature viral infections vary one from 
the other. Viral infections can be categorized in 4 subgroups: 



Slow viral infection is viral infections in which the infectious agents gradually increase in 
number over a very long period of time during which no significant symptoms are seen. 
Examples include AIDS (caused by HIV-I and HIV-2) and certain Antiviruses that cause 
tumors in animals. Although not vimses. prions also cause slow infections. 
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Acute virus infection is a viral infection of relatively short duration with rapid recovery. 
Most viruses that infect humans, such as those that cause routine respiratory infections 
(e.g.. cold viruses, influenza vinises) and gastrointestinal infections (e.g.. Rotaviruses. 
Nonwalk virus), cause acute infections. 



Chronic viral infection is a viral infection where the vims can be demonstrated in the 
body at all times and the disease may be present or absent for an extended period of 
time. Examples include hepatitis B (caused by HBV) and hepatitis C (caused by HCV). 



Latent viral infection is a viral infection where the virus remains in equilibrium with the 
host for long periods of time before symptoms again appear, but the actual viruses 
cannot be detected until reactivation of the disease occurs. Examples include infections 
caused by HSV-1 (fever blisters). HSV-2 (genital herpes), and VZV (chickenpox- 
shingles). 

Since viral infections are extremely diverse in nature, it Is impossible to treat all 
viral infections. 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims partculariy pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-11. 15 and 18-22 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention: 



a. Claim 1 and claims dependent thereon are rejected because the he phrase 
"wherein =Z is =0, =CH-C(=0)-NR^^R'^ .." is not clear. What is the significance of the 
double bond in front of variable Z? Does applicants intend to claim ==0 or just =0? If 
the latter is true, applicants have to delete the double bonds from the definition of 
variable Z. It is recommended that the claim reads "wherein Z is 0. CH-C(=0)-NR ^R , 
CH2.." to overcome the rejection. 



b. In claim 8, "compound 75" is redundant since applicants recited the 



compound. 



c. In claim 8. the nomenclature of species includes [(A), (S)] or [(B), (S)], but it is 
unclear what "A" and "B" represent? What are the notations [(A)..] or [(B)..] represent in 
the nomenclature? 



Conclusion 

7. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Kahsay Habte, Ph. D. whose telephone number is (703) 
308-4717. The examiner can nomfially be reached on M-F (9.00AM- 5:30PM). 
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If attempts to reacti the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund Shah can be reached on 703-308-4716. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-4556. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1235. 



Kahsay Habte, Ph. D. 

Examiner 

Art Unit 1624 



KH 

July 1 1 , 2003 




PRIMARY EXAMINER 



